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1. What is a Trademark?  
2. Trademark Registrations 
3. USPTO Trademark Center Application System

Session Overview
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A word, name, symbol, device, or combination thereof that is used or 
intended to be used in commerce in the United States to identify the source 
of a particular good or service. 

• Right connected to a business

• Protects the public from confusion 

• Protects the owner’s goodwill

• AKA “mark” or “brand”

• Owner may exclude others from 

     using confusingly similar marks

• Not a verb.

What is a Trademark? 
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A trademark is an exclusive right to prevent others from using your same or 
a similar mark on the same or related goods and services within the same 
geographic area. 

Goal: Prevent a Likelihood of Consumer Confusion 
• A trademark must be distinctive to be protected:

  Fanciful (Coined) 
  
  Arbitrary 
  
  Suggestive 
  
  Merely Descriptive 
   > acquired distinctiveness / secondary meaning
  
  Generic 

What is a Trademark? 
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United States Patent & Trademark Office 

• PRINCIPAL REGISTER reserved for marks that are inherently distinctive or 
have acquired distinctiveness 
 SUPPLEMENTAL REGISTER reserved for marks that are not inherently distinctive but are still 

capable of distinguishing the owner’s goods or services from those of another in the future. 

• BENEFITS: 

 Certificate of proof of nationwide trademark rights 
 Legal presumption that you own the mark, which moves to the plaintiff the burden 

of proof that they have priority 
 Trademark is listed on the USPTO’s register, providing public notice to anyone else 

searching 
 The USPTO will refuse to register any subsequently-filed application for a mark 

they deem to conflict with yours 
 Record your trademark with CBP
 Entitled to use ® trademark notice 

Trademark Registrations
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As long as you continue to use your trademark, you can maintain your 
trademark rights and your federal registration indefinitely. 

1. The USPTO requires the filing of maintenance documents between the 5th and 
6th year after the registration issuance date.

2. Registrations are then renewed every 10 years from the issuance date. 

Both types of filing require a Declaration of Continued Use 

INCONTESTABILITY (The “Holy Grail” of U.S. trademark protection)

• A trademark owner can file a Declaration of Incontestability if they can attest 
that the mark has been in continuous use in commerce for any five-year period 
after the date of registration on the Principal Register. 

• May be filed with the Declaration of Use between the 5th and 6th year from the 
issuance date. 

• Limits the grounds that a third party can raise in a petition to cancel a 
registered mark. 

Trademark Registrations - Maintenance
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• Awful.

• Just awful.

• Not designed to benefit the trademark owner.

• Designed to benefit the Trademark Office and Examination Corps.

• Terrible.

• Makes a practitioner’s job much more complicated and time-consuming.

New USPTO Trademark Center Application System
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• Understanding New USPTO Trademark Fees:

New USPTO Trademark Center Application System
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• Getting Started:

New USPTO Trademark Center Application System
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• No .obj files to save templates.

• Pro Tip – Create draft applications and save them as “Drafts”

New USPTO Trademark Center Application System
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• Attorney Information:

New USPTO Trademark Center Application System
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• Adding Trademark:

New USPTO Trademark Center Application System
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• Adding Goods/Services:

New USPTO Trademark Center Application System
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• Adding Goods/Services:

New USPTO Trademark Center Application System
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• Assigning Filing Basis:

New USPTO Trademark Center Application System

15



PANITCHLAW.COM© 2026 Panitch Schwarze Belisario & Nadel LLP

NIGHTMARE SCENARIO #1
 Incredibly High Official Fees:

New USPTO Trademark Center Application System
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NIGHTMARE SCENARIO #2
 Incredibly long identification drafting times:

New USPTO Trademark Center Application System
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NIGHTMARE SCENARIO #3

New USPTO Trademark Center Application System
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Common Types of Office Actions

• Identification of Goods/Services Issues

• Specimen Rejection (improper proof of use)

• Likelihood of Confusion (similar mark/goods)

• Descriptiveness / Surname Issues

 IMPACT OF THE NEW FILING REQUIREMENTS ON THE EXAMINATION 
OF TRADEMARK APPLICATIONS - OFFICE ACTIONS AND MORE
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Types of Office Actions

• Non-Final: First refusal or requirement →  response allowed

• Final: Issues remain after the response to Office Action→ limited options for 
responding and may include filing a Notice of Appeal to preserve the Applicant’s 
rights  

Initial Response Deadline

• 3 months from the Office Action issue date
• Currently applies to initial U.S. filed applications only (Section 1(a), 1(b), 44)
• One 3-month extension available
• Requires payment of a USPTO extension fee
• Maximum total response time: 6 months
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• Pre-approved ID Manual descriptions reduce examiner follow-up

• Fewer clarification requests → fewer and less lengthy Office Actions

• Examiners can move applications through examination more quickly

• Increases predictability for applicants and counsel

• Bottom line:
For our clients that have applications that can strictly track USPTO ID Manual 
language we are seeing faster first actions, in some cases assuming no 
additional issues, faster approval and smoother prosecution processes 
overall.

Greatest Positive Impact of the New USPTO Filing Requirements
Faster examination timelines for applications filed using the USPTO ID Manual
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• Pendency of applications has dropped significantly

• The USPTO set FY 2025 targets at ~6.7 months for first action (date of filing to day 
Examiner takes  and ~13 months for disposal pendency (filing to finish –Notice of 
Allowance issues, Mark registers or abandons — and actual performance outpaced 
these targets

 USPTO reported ~5.6 months as the actual first action average in FY 2025 — 
a measurable reduction from the higher pandemic years

 Inventory of pending applications went down by 20%

 (HMF Experience) Examiner’s much more likely to be helpful in amending 
complex identifications of goods and services via Examiners Amendment, 
possibly due to new credit incentives and an increased overall focus/culture on 
reducing pendency

The USPTO Perspective
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• Lower First Action Pendency to 4.5 Months by FY27 and 4 months by FY28

• Decrease disposal pendency to 10 months by FY27 and 9 months by FY28

• The USPTO is hiring Examiners again after a freeze early last year and that 
will contribute the improved pendency goals 

USPTO Trademarks FY26 Priorities 
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• With the increased growth of trademark applications over the last several years 
has come the increased risk for trademark scams and fraud on the USPTO

• In its annual trademark update, the USPTO discussed the growth with urgency 
and shared the following slide with the public

Trademark Scams
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FY – 25 (Oct 1-Sept 1, 2025)   

• The USPTO received 13,266 emails regarding tmscams compared to FY 24 – 4,887 and 
FY 23- 1178

• Fraudulent Renewal Notices and Solicitations   

• False Claims of Conflicting trademark - Urgent notices claiming another entity is 
registering your mark or infringing, pressuring you to pay for their "protection". 

• USPTO Impersonation Claims - Emails or calls from "US Business Registry" or similar 
names, pretending to be official bodies.

• Illegitimate Filing Services

• Fraudulent Applications

Growth of Trademark Scams in the U.S. 
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• Reducing the number of invalid applications and registrations on the 
Register

• Identify applications cases that are involved in scams – and using 
administrative sanctions 

• 52,000 fraudulent applications/registrations removed from the register this 
year

• Post Registration Audits and new Directed Audits help 

USPTO FY 26 Priorities - Fraudulent Applications 
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USPTO FY 26 Priorities - Fraudulent Applications
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• The USPTO has indicated plans to have one place where both Applicants and 
Registrants can go for trademark-related activities

• Docket restricted to owners and trademark counsel to limit fraudulent action 
related to  stealing the identity of legitimate owners and counsel  

Future Efforts to reduce fraudulent filings and 
consolidate proceedings
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TMID (Trademark ID Manual) – How to Suggest New Entries

• If no acceptable ID exists, practitioners may email suggested wording to 
tmidsuggest@uspto.gov

• Requirements:
 Max 25 words
 One Nice class per suggestion
 Clear, specific, commercially recognized terminology

• Reviewed by the USPTO’s Trademark Classification Policy team
• Fast turnaround (often ~2 business days); accepted IDs typically appear in the 

next weekly TMID update
• We are happy to help in this regard 

TMID Suggestions & USPTO Future Plans
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Status of Proposals and Reasons for Rejections 
(USPTO slide) 
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• Panitch TM Attorneys stay on top of all of the Trademark Center and related 
changes daily

• Please contact us for any questions/challenges regarding filing, prosecution, 
TTAB matters, or enforcement. 

USPTO TM Center Changes – Still a Journey, Not a 
Destination – We are here to help navigate the 
challenges and explain the changes
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Speakers

Holly M. Ford Lewis
(215) 965-1357
hfordlewis@panitchlaw.com 

Steven D. Lustig
(215) 965-1294
slustig@panitchlaw.com 
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Thank you for attending!
For information on all sessions in this series please visit:

https://www.panitchlaw.com/panitch-training-academy-sessions/
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