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o Dewberry Group, Inc. v. Dewberry Engineers Inc.

2. Patent Cases  (Slides 9-25)
o Amarin Pharma, Inc. v. Hikma Pharmaceuticals USA Inc.
o LKQ Corporation v. GM Global Technology Operations LLC
o Celanese Int’l Corp. v. Int’l Trade Comm’n
o EcoFactor, Inc. v. Google LLC
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o Thaler v. Perlmutter
o Whyte Monkee Productions, LLC v. Netflix, Inc.
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Trademark Cases
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• Background
 After Trump’s 2016 election, Elster sought to register “Trump Too Small” as 

a federal trademark, accompanied by an illustration of a hand gesture, to be 
used on clothing merchandise

 The “names clause” of the Lanham Act (15 U.S.C. § 1052(c)) prohibits 
registration of a trademark that includes the name of a particular, living 
individual without that individual’s written consent 

• Procedural History
 USPTO refused registration based on the “names clause”
 Elster appealed to the PTAB, arguing that the “names clause” infringes his 

right to free speech under the First Amendment
‒ PTAB affirmed the USPTO’s decision

 Elster appealed to the Federal Circuit
‒ Federal Circuit found for Elster 
‒ The “names clause” violates Elster’s First Amendment rights

Vidal v. Elster, 602 U.S. 286 (2024)
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Shirt Bearing Elster’s 
“Trump Too Small” Mark

Vidal v. Elster, 602 U.S. 286 (2024)
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• Legal Issue
 Whether the “names clause” of the Lanham Act—which prevents the 

registration of a trademark that “[c]onsists of or comprises a name…identifying 
a particular living individual without his written consent”—violates the First 
Amendment as a content-based restriction 
‒ Limits speech based on the content or subject matter
‒ Subject to strict scrutiny standard of review
‒ Unconstitutional unless narrowly tailored to serve a compelling government interest

• Supreme Court Holding  (June 13, 2024)
 The Lanham Act’s prohibition on trademarking the name of a living individual 

does not violate the First Amendment’s free speech protections
‒ Despite being a content-based restriction, the “names clause” is constitutional since 

it is narrowly tailored to serving two compelling government interests:
1. Protecting the named individual’s rights
2. Protecting consumers from deception

‒ The Court further emphasized that the “names clause” is viewpoint-neutral

Vidal v. Elster, 602 U.S. 286 (2024)
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• Background
 Dewberry Group (DG) provides services (financial, legal, operational, etc.) to 

separately incorporated companies that own commercial rental properties.  All are 
owned by the same person. 

 All income goes on the books of the separate companies.  DG operates at a loss.
 DG willfully infringed Dewberry Engineers’ (DE) registered DEWBERRY mark.  

Liability not appealed.

• Key issue: monetary recovery
 District Court for E.D. Virginia awarded disgorgement of over $42M in profits to DE, 

purely based on the profits made by the affiliated companies.  Treated them as a 
“single corporate entity,” despite not incorporating veil piercing doctrines.

 Fourth Circuit Court of Appeals affirmed in split decision.  Wanted to avoid a 
“blueprint for using corporate formalities to insulate [] infringement from financial 
consequences.”
‒ One judge dissented, arguing that a court cannot simply add the revenues of non-parties.

Dewberry Group, Inc. v. Dewberry Engineers Inc., 145 S. 
Ct. 681 (2025)
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• Supreme Court Decision (unanimous) (February 26, 2025)
 The Lanham Act allows a disgorgement award for trademark infringement, but 

the “defendant” in the statute is only the defendant(s) named in the lawsuit
 BUT, the Court left open, and arguably even hinted support for, awarding relief 

from such related entities through other methods: “The concern in such 
circumstances is not amiss.”
‒ Other portions of the Lanham Act’s remedies section may support it
‒ Corporate veil piercing or similar concepts
‒ Sotomayor concurrence with suggestions for using accounting concepts between 

related entities  

Dewberry Group, Inc. v. Dewberry Engineers Inc., 145 S. 
Ct. 681 (2025)
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* Practical Pointer!
• Plaintiffs should sue multiple defendants within the corporate family to obtain 

higher profits awards



PANITCHLAW.COM© 2025 Panitch Schwarze Belisario & Nadel LLP

Patent Cases
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• Hatch-Waxman Act
 Provides a streamlined process for generic manufacturers to obtain FDA 

approval by filing an ANDA with a Section VIII statement
‒ In a Section VIII statement, ANDA filer asserts that the proposed generic label does 

not cover any patented uses/indications
‒ “Carves out” any still-patented uses from its generic label, rendering it a “skinny label”
‒ Protects generic manufacturer from patent infringement suits

• Induced Patent Infringement  (35 U.S.C. § 271(b))
 “Whoever actively induced infringement of a patent shall be liable as an infringer”

‒ Requires knowledge of the patent and an intent to induce direct infringement (e.g., 
actively encouraging another to directly infringe the patent)

 If generic manufacturer takes active steps to encourage or instruct use of its 
generic drug for a still-patented indication, the generic manufacturer may be 
liable for induced patent infringement 
‒ This is so, even if generic submitted a Section VIII statement to FDA

Amarin Pharma, Inc. v. Hikma Pharmaceuticals USA Inc., 
104 F.4th 1370 (Fed. Cir. 2024)
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• Background
 Amarin owns the ’537 and ’861 Patents directed to methods for treating severe 

hypertriglyceridemia (SH) and other cardiovascular diseases using the brand-name 
drug Vascepa®

 Hikma filed an ANDA seeking approval of generic version of Vascepa® along with a 
Section VIII statement omitting the treatment of SH from its proposed labeling

• Procedural History
 Amarin sued Hikma alleging induced patent infringement, arguing that Hikma actively 

induced infringement of Amarin’s patents
‒ Hikma’s marketing, public statements, and references to Vascepa®’s commercial 

market actively encouraged physicians to prescribe the generic for treating SH
 District Court of DE found that Hikma did not actively induce infringement of Amarin’s 

patents because its “skinny label” did not encourage or instruct use for treating SH
 Amarin appealed to the Federal Circuit Court of Appeals

Amarin Pharma, Inc. v. Hikma Pharmaceuticals USA Inc., 
104 F.4th 1370 (Fed. Cir. 2024)
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• Legal Issue
 If a generic drug’s FDA-approved label carves out any still-patented uses, can the 

generic manufacturer be held liable for induced infringement based on a theory that 
its label intentionally encourages infringement of those “carved-out” uses?

• Federal Circuit’s Decision  (June 25, 2024)
 Yes—Hikma’s “skinny label” plus its public statements, pricing strategies, marketing 

materials, and references to Vascepa®’s sales market is sufficient to constitute 
active inducement of patent infringement 
‒ Imposed liability even in the absence of any direct evidence showing that Hikma actually 

encouraged or instructed physicians to prescribe the generic for treating SH

Amarin Pharma, Inc. v. Hikma Pharmaceuticals USA Inc., 
104 F.4th 1370 (Fed. Cir. 2024)
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* Practical Pointers!
• Hikma’s petition for cert is still pending before the Supreme Court
• Generic manufacturers may face liability for induced patent infringement—even 

after submitting “skinny label” to FDA—for passive commercial conduct, public 
statements, and marketing that references the brand-name drug
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• Background
 GM owns the D’625 Patent which covers the design for a vehicle’s front fender, 

specifically used in 2018-2020 Chevrolet Equinox models
 LKQ filed a petition for inter partes review, arguing that the design was obvious 

over two prior art references—U.S. D773,340 (“Lian”) and a promotional brochure 
for the 2010 Hyundai Tucson

 PTAB found for GM under the Rosen-Durling test, since there were significant 
differences between Lian and the overall visual impressions of the D’625 Patent’s 
design

 The Federal Circuit panel affirmed 
‒ Despite LKG’s urging, the Court declined to review GM’s D’625 Patent under the KSR v. 

Teleflex framework
‒ The Federal Circuit granted rehearing en banc to assess the Rosen-Durling test in view of 

KSR v. Teleflex

LKQ Corporation v. GM Global Technology Operations LLC., 
102 F.4th 1280 (Fed. Cir. 2024) (en banc)
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Comparisons Between GM’s 
D’625 Design Patent, Primary 
Reference Lian, & Secondary 

Reference Tucson
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• Prevailing Obviousness Tests
 The Rosen-Durling test, applied to design patents under § 103 since 1982:

1. Required identification of a single primary reference embodying a design that 
is “basically the same” as the challenged patent’s design

2. Considered supplemental references “so related” to the primary reference 
such that the appearance of certain ornamental features in one reference 
suggest application of those features to another 

 In KSR Int’l v. Teleflex Inc. (2007), the Supreme Court rejected a rigid 
approach for utility patents that deviated from the Graham v. John Deere 
(1966) factors:

1. Consider the scope and content of analogous prior art
2. Determine the differences between the claimed invention and the prior art
3. Ascertain the level of skill of person of ordinary skill in the art
4. Determine whether there would have been motivation to modify the prior art 

to arrive at the claimed invention, considering objective indicia of 
nonobviousness

LKQ Corporation v. GM Global Technology Operations LLC., 
102 F.4th 1280 (Fed. Cir. 2024)

15



PANITCHLAW.COM© 2025 Panitch Schwarze Belisario & Nadel LLP

• En Banc Federal Circuit’s Decision  (May 21, 2024)
 The en banc Federal Circuit rejected the Rosen-Durling test, confirming that a 

design patent’s obviousness should be determined by applying the factors of 
Graham v. John Deere and considering objective indicia of nonobviousness 
(e.g., commercial success, copying of competitors, industry praise, etc.)
‒ Under this approach, the court must consider the holistic, visual impression of the 

claimed design in its entirety rather than consider individual design features 

LKQ Corporation v. GM Global Technology Operations LLC, 
102 F.4th 1280 (Fed. Cir. 2024)
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* Practical Pointers!
• This decision is already impacting design patent prosecution and litigation by 

increasing:
o The number of § 103 rejections for design patents during prosecution, thereby 

elevating the threshold for patentability and making design patents more difficult to 
obtain 

o The number of invalidity challenges to already-issued patents via USPTO post-
issuance proceeding or district court litigation
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• Background
 Celanese owns the ’247 & ’163 Patents directed to processes for manufacturing 

acesulfame potassium (Ace-K), an artificial sweetener
‒ September 21, 2016:  effective filing date of these patents 
‒ September 21, 2015:  “critical date” for on-sale bar purposes 

 ITC has authority over U.S. imports and investigate investigating IP infringement
 Anhui Jinhe Industrial Co., Ltd. (Jinhe) is a Chinese manufacturer of Ace-K

• Procedural History
 Celanese filed a complaint with ITC alleging that Jinhe’s U.S. affiliate imported Ace-K 

made using processes embodied in Celanese’s two patents
 During proceedings, Jinhe moved for summary judgment, invoking the “on-sale” bar

‒ Argued that Celanese’s patents were invalid since Ace-K was manufactured using 
the patented processes and sold in the U.S. before the critical date

 ITC Judge held the Celanese patents invalid
‒ Celanese’s prior sales of Ace-K made using secret (not-yet-patented) processes triggered 

the “on-sale” bar and invalidated later-sought patented processes

Celanese Int’l Corp. v. Int’l Trade Comm’n, 111 F.4th 1338 
(Fed. Cir. 2024)
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Statutory Text of the “On-Sale” Bar
“A person shall be entitled to a patent unless…the claimed invention was 
patented, described in a printed publication, or in public use, on sale, or 

otherwise available to the public before the effective filing date of the claimed 
invention.”  35 U.S.C. § 102(a)(1) (emphasis added)
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• Legal Issue
 Whether pre-critical date sales of products manufactured using undisclosed 

processes trigger the “on-sale” bar of § 102(a)(1) under the America Invents Act 
(AIA) and invalidate any later-sought claims on those processes.

• Federal Circuit Decision  (August 12, 2024)
 Held Celanese’s patents invalid under § 102(a)(1) because the pre-critical date 

sales sufficiently triggered the “on-sale” bar
‒ Pre-critical date sales of the “claimed invention” as recited in the AIA includes products 

manufactured by secret, not-yet-patented processes
‒ Sales of end products (Ace-K) derived from undisclosed processes (the ’247 & ’163 

Patents) preclude patentability on later-sought claims
 Reliance on Helsinn Healthcare v. Teva Pharmaceuticals USA

‒ Confidential sales of a claimed invention can trigger the “on-sale” bar 
‒ Celanese’s pre-critical date sales of Ace-K fell within the AIA’s on-sale provision, even 

though the processes used to manufacture Ace-K were “secret” and not publicly disclosed

Celanese Int’l Corp. v. Int’l Trade Comm’n, 111 F.4th 1338 
(Fed. Cir. 2024)

19



PANITCHLAW.COM© 2025 Panitch Schwarze Belisario & Nadel LLP

• FRE Rule 702 – Testimony by Expert Witness
 “A witness who is qualified as an expert by knowledge, skill, experience, training, 

or education may testify in the form of an opinion or otherwise if the proponent 
demonstrates to the court that it is more likely than not that…(b) the testimony is 
based on sufficient facts or data; (c) the testimony is the product of reliable 
principles and methods…”  Fed. R. Evid. 702. 

• The Daubert Standard
 In Daubert v. Merrell Dow Pharmaceuticals, Inc., the Supreme Court established 

the Daubert Standard for evaluating admissibility of expert evidence to include 
consideration of the following criteria:

1) Testability
2) Peer review and publication 
3) Known or potential error rate
4) Existence and maintenance of standards and controls
5) General acceptance

EcoFactor, Inc. v. Google LLC, 104 F.4th 243 (Fed. Cir. 2024)
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EcoFactor, Inc. v. Google LLC, 104 F.4th 243 (Fed. Cir. 2024)

21

• Background
 EcoFactor owns the ’327 Patent for a smart-

thermostat in computer-networked HVAC systems

• Procedural History  
 EcoFactor sued Google in District Court for the W.D. Texas 
 EcoFactor’s damages expert based his damages (reasonable royalty) calculation on:

1) Testimony from EcoFactor’s CEO about what the ’327 Patent was worth
2) 3 license agreements to the ’327 Patent with 3rd party manufacturers

 Jury found Google infringed and awarded $20,019,300 in damages to EcoFactor
 Google appealed, arguing that the court erred (among other reasons) in denying 

Google’s motion for a new trial on damages after admitting testimony from the 
damages expert which did not comply with FRE 702 or Daubert because the opinion:
 Was based on insufficient factual evidence from EcoFactor CEO’s testimony
 Did not properly apportion the reasonable royalty rate used in the 3 license agreements
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• Legal Issue
 Whether expert testimony deriving per-unit reasonable royalties based on lump-

sum payments from patent license agreements is admissible under FRE 702 and 
the Daubert Standard for purposes of calculating damages for patent infringement. 

• Federal Circuit Decision  (June 3, 2024)
 The divided Federal Circuit panel affirmed 
 Judge Prost dissented, extremely skeptical that the calculated per-unit rate had any 

tie to the actual sales of the licensees
 The Federal Circuit granted en banc rehearing, limiting briefing to the damages 

expert testimony admissibility issue, specifically with respect to “allowance of 
testimony from Eco-Factor’s damages expert assigning a per-unit royalty rate to the 
three licenses in evidence in this case”
‒ Oral arguments were heard March 13, 2025
‒ Federal Circuit’s first en banc utility patent case since 2018

EcoFactor, Inc. v. Google LLC, 104 F.4th 243 (Fed. Cir. 2024)

22

* Practical Pointer!
• The en banc review will clarify the standards for evaluating expert testimony when license agreements 

are used as the basis for determining reasonably royalty rates.
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• Background
 The Amazon Patent Evaluation Express (APEX) program resolves disputes of patent 

infringement against sellers on Amazon
‒ Patent owner submits an “APEX Agreement” to Amazon:

o Identifies allegedly infringed patent claim(s)
o Provides Amazon listings of allegedly infringing products 

‒ Amazon sends APEX Agreement to seller who has the following options:
1. Remove the accused listing
2. Opt into APEX and let a 3rd party determine infringement 
3. Resolve the dispute with the patent owner
4. File a lawsuit for declaratory judgment of non-infringement 

• Procedural History
 Lighting Defense Group (LDG) filed APEX Agreement alleging that SnapPower’s (SP’s) 

Amazon listings of electrical outlet covers infringed its ‘347 Patent
 SnapPower filed a declaratory judgment action against LDG in Utah

‒ LDG:  DE company with principal place of business in AZ
‒ SnapPower:  UT company with principal place of business in UT

 District Court of Utah granted LDG’s motion to dismiss for lack of personal jurisdiction 
(PJ) finding that LDG did not purposefully directed activities at SP in Utah

SnapRays v. Lighting Defense Group, 100 F.4th 1371 (Fed. Cir. 2024)
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SnapPower’s Electrical Outlet Cover Product for Sale at Amazon

24
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• Specific Personal Jurisdiction
 3-factor test to determine whether specific PJ comports with due process:

1. Whether the defendant “purposefully directed” its activities at the forum
2. Whether the claim “arises out of or relates to” defendant’s activities in the forum
3. Whether asserting PJ is “reasonable and fair”

• Legal Issue
 Whether the act of filing an APEX Agreement subjects a patent owner to PJ in the state of 

the alleged infringer if the alleged infringer subsequently seeks a declaratory judgment.

• Federal Circuit Decision  (May 2, 2024)
 Held that LDG was subject to PJ in Utah
 LDG purposefully directed its activities at SnapPower in Utah 

‒ LDG knew that by filing APEX Agreement, SnapPower would potentially seek 
declaratory judgment or remove its listings from Amazon (both of which affect 
SnapPower’s sales and activities in Utah)

 Subjecting LDG to specific PJ in Utah comports with due process:
1. LDG’s actions aimed to affect SnapPower’s marketing and sales in Utah
2. SnapPower’s suit arose directly from LDG’s activities in Utah
3. Asserting specific PJ over LDG in Utah is reasonable and fair

SnapRays v. Lighting Defense Group, 100 F.4th 1371 (Fed. Cir. 2024)
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Copyright Cases
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Thaler v. Perlmutter, 130 F.4th 1039 (D.C.C. 2025)
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• Background
 Dr. Stephen Thaler is a computer scientist and entrepreneur who is 

infamous in the IP community
‒ In Thaler v. Vidal, Thaler unsuccessfully attempted to have his AI 

system (“DABUS”) named as a sole inventor on patent applications
 In May 2019, Thaler applied for a copyright on A Recent Entrance 

to Paradise—a 2D artwork created entirely by Thaler’s new AI 
system (“Creativity Machine”)
‒ Thaler listed “Creativity Machine” as the sole author, indicating 

that the artwork was “created autonomously by machine.”

• Procedural History
 U.S. Copyright Office rejected Thaler’s application on basis that 

copyright protection requires human authorship
‒ Since no human was involved in the creation of the artwork, it did 

not meet the criteria for copyright eligibility
 District Court of D.C. upheld the rejection of Thaler’s application, 

citing similar grounds related to human authorship
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A Recent Entrance to Paradise.  Artwork created entirely 
by Thaler’s AI-generated system, “Creativity Machine.”
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• Legal Issue
 Whether creative works produced solely by AI-generated machines are eligible for 

copyright protection under the Copyright Act of 1976.

• D.C. Court of Appeals Decision (March 18, 2025)
 The unanimous appellate court reinforced the concept that the Copyright Act only 

protects works created by humans
 Although the Copyright Act does not explicitly define “author,” other statutory provisions 

suggest that “authors” of copyrightable works must be human
‒ Property ownership is inherently tied to human capacity and is not applicable to machines
‒ Copyright duration or term is linked to the author’s lifespan

 This decision echoed the Federal Circuit’s earlier decision in Thaler v. Vidal with respect 
to patent rights, reemphasizing that U.S. intellectual property laws are designed to 
protect only human authors and inventors, not machines

Thaler v. Perlmutter, 130 F.4th 1039 (D.C.C. 2025)

29

* Practical Pointers!
• This decision does not rule out the possibility that works generated with the help of AI can be copyrightable
• Instead, this holding merely affirms that a copyright application listing an AI machine as the only author of the 

work must be denied for lack of human involvement
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• Copyright Fair Use (17 U.S.C. § 107)
 Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted 

work, including such use by reproduction in copies or phonorecords or by any other 
means specified by that section, for purposes such as criticism, comment, news 
reporting, teaching (including multiple copies for classroom use), scholarship, or 
research, is not an infringement of copyright. In determining whether the use made of 
a work in any particular case is a fair use the factors to be considered shall include—

(1) the purpose and character of the use, including whether such use is of a 
commercial nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in relation to the copyrighted 
work as a whole; and
(4) the effect of the use upon the potential market for or value of the copyrighted 
work.

Whyte Monkee Productions, LLC v. Netflix, Inc., 101 F.4th 
787 (10th Cir. 2024)
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Left: 2016 Vanity Fair Magazine cover featuring Warhol’s image of Prince.  
Right: Goldsmith’s 1981 copyrighted photograph of Prince. 

Supreme Court’s Stance
• In Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith (598 U.S. 508) (2023), the Supreme Court ruled 

specifically on the 1st factor, emphasizing that:
• Warhol’s use was not transformative enough since it did not involve a new purpose or character distinct from 

Goldsmith’s copyrighted photograph
• Warhol’s work and Goldsmith’s original photograph served similar commercial purposes (i.e., use in magazines) 

which weighs against fair use, despite there being “new expression” in the reconfigured image 
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• Background
 In its widely acclaimed 2020 docuseries, Tiger King: Murder, Mayhem and Madness, Netflix 

incorporated a total of 8 video clips filmed by cameraman Timothy Sepi
 Sepi and Whyte Monkee Productions, LLC sued Netflix for copyright infringement

‒ Netflix alleged that 7 of the 8 videos were works made for hire, thereby arguing that Sepi 
did not own copyrights to the videos

‒ For the single video owned by Sepi (a video showing the funeral of Travis Maldonado, Joe 
Exotic’s husband), Netflix raised the defense of fair use, arguing that it did not infringe 
Sepi’s copyright

• Procedural History
 Before Warhol, District Court of W.D. Oklahoma granted summary judgment of 

noninfringement to Netflix, finding that the first 7 videos were made for hire and on the 8th, 
Netflix’s use constituted fair use because:
‒ Use of the funeral video clip was sufficiently transformative
‒ Incorporation of the video was more factual than creative
‒ Only a minimal, “relatively small portion of the video” was used in Netflix’s docuseries
‒ The clip was interspersed with commentary related to Tiger King’s broader narrative 

 10th Circuit Court of Appeals panel reversed only for the 8th video

Whyte Monkee Productions, LLC v. Netflix, Inc., 101 F.4th 787 
(10th Cir. 2024)
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• Legal Issues
1) Whether the first factor is satisfied by changes to the work, where the copy is for the same 

purpose as the original.  Answer: no.
2) Whether documentaries and biographies are considered “preamble” uses covered under § 107 of 

the Copyright Act—which expressly lists fair use examples in its preamble—such that Netflix’s 
use of the video in its documentary mini-series is presumptively “fair”.  Answer: no.

• 10th Circuit Court of Appeals Rehearing
 On May 13, 2024, the 10th Circuit Court of Appeals vacated its prior judgment and granted 

Netflix’s petition for rehearing en banc 
 The Court asked for supplemental briefing regarding:

‒ Whether documentary use of film clips is considered a “preamble” use under § 107
‒ The impact of Warhol on the content and scope of fair use of documentary use of film clips 

Whyte Monkee Productions, LLC v. Netflix, Inc., 101 F.4th 
787 (10th Cir. 2024)
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• Background
 In 2017, tattoo artist Katherine von Drachenberg (“Kat von D”) tattooed a picture of 

musician Miles Davis on her friend using a photographic portrait taken by Jeffrey Sedlik
‒ After tattooing her friend, Kat von D took to Instagram, posting photos of the original trace of 

the design on her friend’s arm to the finished tattoo product
 In February 2021, Sedlik sued Kat von D for copyright infringement

‒ The extrinsic, expressive elements of Kat’s work were “substantially similar” to his copyrighted 
photograph

‒ The tattoo and photograph shared a “total concept and feel”
 Kat von D raised the defense of fair use 

‒ The tattoo constitutes copyright fair use because it is “imbued with a new expression, meaning 
or message that is particular to Mr. Farmer. By having this image permanently imprinted on his 
body, Framer intended to evoke personal memories of his college years studying jazz…”

• Procedural History
 A jury in the District Court for C.D. California returned a verdict in favor of Kat finding no 

copyright infringement:
‒ Sedlik failed to demonstrate that the works were “substantially similar”
‒ Social media posts showing Kat tracing the photograph were protected by the fair use doctrine

Sedlik v. Drachenberg, No. 21-1102 DSF, 2024 U.S. Dist. LEXIS 
182397 (C.D. Cal. May 3, 2024)
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Left: Sedlik’s copyrighted portrait of Miles Davis.  Right: Kat von D’s 2017 
Miles Davis tattoo on Mr. Farmer’s arm.
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Photo posted on Instagram showing Kat von D tracing 
Sedlik’s Miles Davis portrait in 2017.
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• Legal Issues Addressed by District Court
 Whether a secondary work which involves artistic interpretations of an original, 

copyrighted work constitutes a fair use 
 9th Circuit’s test for substantial similarity and lack of transformativeness requires proof:

‒ “Extrinsic” similarity—an objective comparison of specific, expressive elements 
‒ “Intrinsic” similarity—a subjective comparison focusing on whether the ordinary, reasonable 

audience would find the works similar in “total concept and feel”  

• District Court for C.D. of California Decision (May 3, 2024)
 The jury found that the tattoo was not “substantially similar” to the photograph and, 

therefore, did not infringe Sedlik’s copyright
‒ The jury was convinced that Kat’s tattoo was transformative, as reflected by her own 

artistic designs which added “something new” and altered the meaning of Sedlik’s photo
‒ The jury did not address the fair use defense 

 Sedlik appealed to the 9th Circuit Court of Appeals which has not issued a decision 

Sedlik v. Drachenberg, No. 21-1102 DSF, 2024 U.S. Dist. LEXIS 
182397 (C.D. Cal. May 3, 2024)
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* Practical Pointers!
• This case will give an appellate court the chance to :

1. Flesh out issues remaining in the aftermath of Warhol
2. Provide further guidance on the doctrine of fair use
3. Shed light on the broader issue of fair use in the context of the tattoo industry 
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• Legal Issue
 Whether a copyright plaintiff with a claim considered timely under the “discovery rule” 

(i.e., a claim filed within 3 years of when the plaintiff discovered the infringement) is 
entitled to damages going back more than 3 years

• Supreme Court Decision  (May 9, 2024)
 A copyright plaintiff may recover damages for infringement occurring more than 3 years 

prior to the filing of the suit if the claim is timely under the discovery rule
 But, the Supreme Court’s decision did not address whether the “discovery rule” governs 

claims brought under the Copyright Act
‒ A petition for certiorari is pending on this issue in Hearst Newspapers, LLC v. Martinelli 

Warner Chappell Music, Inc. v. Nealy, 601 U.S. 366 (2024)
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Thank you for attending!
For information on all sessions in this series please visit:

https://www.panitchlaw.com/panitch-training-academy-sessions/
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