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Session Overview

SUPREME COURT, CIRCUIT AND DISTRICT COURTS

Trademark
1. Abitron Austria GmbH v. Hetronic International, Inc., 600 U.S. __ (2023)

2. Jack Daniel’s Properties, Inc. v. VIP Products, LLC, 599 U.S. 140 (2023)

3. Interprofession du Gruyere, et al. v. U.S. Dairy Export Council, et al., No.
22-1041 (4th Cir. March 3, 2023)
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Session Overview

SUPREME COURT, CIRCUIT AND DISTRICT COURTS

Copyright
1. ML Genius Holdings, LLC v. Google LLC et al., 20-3113, — F.4th — (2d Cir. Mar.
10, 2022)

2. Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith, 598 U.S. __ (2023)

3. Andersen v. Stability Al Ltd, Midjourney and DeviantArt, U.S. District Court for the
Northern District of California, No. 3:23-cv-00201. [filed January 13, 2023]

4. SAS Institute, Inc. v. World Programming Ltd., No. 21-1542 (Fed. Cir. 2023)

5. Greenv. Department of Justice, U.S. Court of Appeals for the District of
Columbia, No. 21-5195 (D.C. Cir. 2022)
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TRADEMARK TRIAL AND APPEAL BOARD
1. County of Orange, 2022 USPQ2d 733 (TTAB 2022) [precedential]
2. In re Erik Brunetti, 2022 USPQ2d 764 (TTAB 2022) [precedential]

3. ARSA Distributing, Inc. v. Salud Natural Mexicana S.A. de C.V., 2022
USPQ2d 887 (TTAB 2022) [precedential]

4. Curtinv. United Trademark Holdings, Inc., 2023 USPQ2d 535 (TTAB
2023) [precedential
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Abitron Austria GmbH v. Hetronic International, Inc.,
600 U.S. __(2023)

Hetronic makes radio remote controls for the construction industry and
Abitron was Hetronic’s licensee and distributor.

Abitron eventually claimed it owned the related IP and began to make
and sell the branded products without Hetronic.

Hetronic sued in Oklahoma, and the 10t Circuit upheld a verdict against
Abitron — with a damages award of $96MM for worldwide sales — noting
the Lanham Act extends to all Abitron’s foreign infringing conduct.

The Supremes disagreed, holding that the Lanham Act only applies
where “the claimed infringing use in commerce is domestic.”
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Jack Daniel’s Properties, Inc. v. VIP Products, LLC, 599 U.S. 140
(2023)

* VIP Products made dog toys, one of which resembled a Jack Daniels whisky bottle
and used the name “Bad Spaniels.”

« Jack Daniels sued, alleging trademark infringement and trademark dilution. The
district court ruled in favor of Jack Daniels. The Ninth Circuit reversed, citing
Rogers v. Grimaldi.

= Balances the First Amendment right of expression, the Lanham Act’s protection for
trademarks, and the public interest against confusion in the marketplace.
Rogers Test - There is no trademark infringement unless:
(1) the use of the mark “has no artistic relevance to the underlying work” or
(2) the use of the mark “explicitly misleads as to the source of the content of the work.”

« Supreme Court Decision: In favor of Jack Daniels
» |f a defendant uses a trademark as a source indicator for its own goods, then:

— the Rogers test does not apply. The likelihood of confusion analysis is enough.
— The noncommercial use exception to dilution does not apply.
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Interprofession du Gruyere, et al. v. U.S. Dairy Export Council, et al.
No. 22-1041 (4th Cir. March 3, 2023)

« A Swiss and a French consortium asserted that “gruyere” should only be used in
connection with cheese that is produced in the Gruyére region of Switzerland and
France. The Consortiums filed an application with the United States Patent and

Trademark Office (“USPTQO”) to register the word “GRUYERE” as a certification
mark.

« U.S. Dairy Export Council and another company opposed the application, arguing
that “gruyere” is generic. The Trademark Trial and Appeal Board (TTAB) agreed.

* Fourth Circuit Decision: In favor of U.S. Dairy Export Council
= The Fourth Circuit found that “gruyere” is generic as used in the United States.
= The Consortiums did not present enough evidence to negate the conclusion that in the

United States purchasers of cheese believe gruyere is a type of cheese.
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ML Genius Holdings LLC v. Google LLC et al.,
20-3113, — F.4th — (2d Cir. Mar. 10, 2022)

« Genius.com is a popular website that maintains a large database of song
lyrics.
= Copyright in the lyrics are retained by the songwriter or music publishers.

» Genius sued Google for displaying its transcribed lyrics in search results,

asserting claims that included breach of Genius’ terms of service.
= But not copyright infringement because Genius does not own the copyrights.

» The 2d Circuit affirmed the ruling that Genius’ claims were preempted by
Section 301 of the US Copyright Act, as both claims involved alleged
copying of Genius’ works.

« The Supreme Court denied cert, at the solicitor general’s urging.
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Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith,
998 US _ (2023)

Goldsmith’s Photograph Warhol’s Prince Series
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Andy Warhol Foundation for the Visual Arts, Inc. v. Goldsmith,
998 US _ (2023)

Fair Use, 17 U. S. C. §107

1. the purpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit educational purposes;

2. the nature of the copyrighted work;

3. the amount and substantiality of the portion used in relation to the
copyrighted work as a whole; and

4. the effect of the use upon the potential market for or value of the
copyrighted work
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Andersen v. Stability Al Ltd, Midjourney and DeviantArt, U.S. District Court for the
Northern District of California, No. 3:23-cv-00201 [filed January 13, 2023]

« Class action complaint filed by multiple artists against generative artificial
intelligence companies that have developed Al image generator tools, such as
Stability Al, Midjourney, and DeviantArt.

 Artists argue that Al companies use Artists’ works to train Al text-to-image
generator models. So, insofar as Artists’ work was used to train the Al models,
the Al models are producing derivative works that infringe the Artists’ rights,
thereby depriving the artists of commissions and allowing the defendants to profit
from the Artists’ works

« Update: July 2023 - Judge said he was inclined to dismiss most of the case, but
the Artists’ would be able to file an amended complaint.

» The defect with the complaint is that the Artists’ did not provide enough facts to assert

that their own works were involved in the alleged infringement.
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SAS Institute, Inc. v. World Programming Ltd., No. 21-1542 (Fed. Cir. 2023)

« SAS creates and sells software that permits users to complete tasks using SAS’s
programming language. SAS owns copyright protection for certain of its software.
World Programming Ltd (WPL). creates and sells competing software that uses
SAS’s language

« SAS sued WPL, alleging copyright infringement of the SAS software and
language. The district court concluded that WPL did not infringe SAS’s software
or language because any copied elements were not protectable.

 The Federal Circuit Decision: In favor of WPL

= Both courts agreed that the “abstraction-filtration-comparison” analysis is proper to
determine which elements of a computer program is protected.

= Courts filter out unprotected elements, such as ideas, functional aspects, and public
domain information. Courts then determine whether any remaining protectable
elements are infringed. p A N | -|- C |_|
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Green v. Department of Justice, U.S. Court of Appeals for the District
of Columbia, No. 21-5195 (D.C. Cir. 2022)

» Plaintiff Green is a professor who wants to publish a book “to instruct readers in
the methods of security research,” which will include “examples of code capable of
bypassing security measures.” Plaintiff Huang, wants to sell a device capable of
circumventing High-Bandwidth Digital Content Protection.

» The suit was filed to test the constitutionality of the anti-circumvention provisions of
the 1998 Digital Millennium Copyright Act (DMCA). The suit challenges the DMCA
on facial and as-applied First Amendment grounds, and argues that the anti-
circumvention provision prevents legitimate free speech.

* The district court dismissed all but the as-applied First Amendment claims, and
denied an injunction to enforce the law. Green v. DOJ, 392 F. Supp. 3d 68, 88
(D.D.C. 2019).

* |In December 2022, The DC Circuit affirmed the district court’s decision and
remanded for further proceedings. PANITCH
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County of Orange, 2022 USPQ2d 733 (TTAB 2022) [precedential]

« TTAB affirmed the refusal to register these design marks under Section
2(b) because they consist of or contain the insignia of a municipality.

« TTAB not swayed by the arguments that County of Orange has a different
official seal (the orange design) and that it is not a municipality.

« County of Orange appealed to the CAFC, dismissed. PANITCH
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In re Erik Brunetti, 2022 USPQ2d 764 (TTAB 2022) [precedential]

« Erik Brunetti applied to register the proposed trademark FUCK for use in
connection with phone cases, jewelry, bags, and retail store services.

» Registration of the marks was refused because FUCK did not function as a
source identifying trademark under Sections 1, 2, and 45 of the Trademark Act.

« The Trademark Trial and Appeal Board agreed and found that “fuck” failed to
function as a trademark. Rather "fuck" is in such widespread use that it does not
create the commercial impression of a source indicator. Instead, it expresses
well-recognized, familiar sentiments.

= “slogans and other terms that are considered to be merely informational in nature are
not registrable."

= Merely informational terms are those that consumers are "accustomed to seeing used
by various sources to convey ordinary, familiar, or generally understood concepts or
sentiments.” PANITCH
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ARSA Distributing, Inc. v. Salud Natural Mexicana S.A. de C.V., 2022
USPQ2d 887 (TTAB 2022) [precedential

« ARSA opposed applications to register the word mark EUCALIN and the design mark
shown below, filed by Salud for use on supplements in Class 5.

« ARSA asserted prior common law use of the mark EUCALIN
for the same goods.

« Salud began selling its products in the US in 1999, but was
banned from selling from 2008-2015, after which it filed an
application with the USPTO and challenged ARSA’s activities.

» Salud was deemed a Specially Designated Narcotics Trafficker (SDNT)

« TTAB found the period of non-use to be excusable and held that
Salud had demonstrated an intent to resume use after 2016.

« Because ARSA failed to prove priority, TTAB dismissed the opposition. ARSA has
appealed to the E.D.Va. PANITCH
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Curtin v. United Trademark Holdings, Inc., 2023 USPQ2d 535 (TTAB 2023) [precedential]

» Curtin opposed an application to register RAPUNZEL
for use on “dolls; toy figures” in Class 28 (specimen of
use shown) on the grounds the term fails to function as
a trademark because it is a well-known fairytale
character and it is generic for and merely descriptive of
the identified goods.

« Curtin alleged standing through her status as a
consumer who participates in the marketplace for dolls
and toy figures of fairytale characters, including
Rapunzel.

D « TTAB found Curtin failed to prove her entitlement to a
- o\ Y statutory cause of action because she can show no
/ RKapunzel economic injury flowing directly from Applicant’s
. @’ registration of RAPUNZEL.
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(215) 965-1388 (215) 965-1294
blabutta@panitchlaw.com slustig@panitchlaw.com
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Thank you for attending!

For information on all sessions in this series please visit:
https://www.panitchlaw.com/panitch-training-academy-sessions/
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