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• In Arthrex, the Supreme Court held that PTAB APJs, 
because they had been appointed by Secretary of 
Commerce and not by the President with the advice and 
consent of the Senate, do not have the authority as 
“principal officers” under the Appointments Clause to issue 
decisions on behalf of the Executive Branch (the PTO) 

‒ By remedy, the Court eliminated statutory language that 
limited review of PTAB decisions to the PTAB

‒ Thus, Director review – or the possibility of Director 
review – permits the IPR/PGR system to continue

1.  Arthrex Update 
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• The Arthrex decision created another problem because, at 
the time of the decision, Director Iancu had resigned, and 
Drew Hirshfeld was “performing the functions and duties of 
the” Director

• So, the Arthrex problem continued – no official directly 
appointed by the President could provide the Director 
review contemplated by the Court.

1.  Arthrex Update 
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• On April 22, 2022, shortly after assuming the Director role, 
Director Vidal and the PTO announced thoughts on the 
interim process for Director review as work goes forward to 
formalize rules

• The “Interim process for Director review” webpage
‒ Maintaining the interim review process
‒ https://www.uspto.gov/patents/patent-trial-and-appeal-

board/interim-process-director-review
‒ Provides the procedure for initiating a review, mirroring 

the process for a rehearing
‒ But either Review or Rehearing, not both

1.  Arthrex Update 
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• Director Review must be filed within 30 days of Final 
Written Decision (37 C.F.R. § 42.71(d))

‒ Fifteen-page limit
‒ No new exhibits
‒ No fees!

• Rehearing Review request should not cite new law, unless 
issues of first impression, or involving intervening changes 
in law

• But what can be reviewed?
‒ Any issue of law and/or fact

• What standard applies?
‒ De novo review

1.  Arthrex Update 
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• Director Vidal offered one important change to maximize 
the effectiveness of the request

‒ “[T]he Director strongly encourages parties to provide a 
priority-ranked list of issues being raised.”

‒ The list should be sent by email with the request to 
have the Director rehearing

‒ The parties may provide brief explanations of the issue 
and of the ranking, but should not include new 
arguments on the issues

1.  Arthrex Update 
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• What happens next?
‒ Nothing by the parties– since the record is set 
‒ Third parties may not request rehearing by the Director
‒ A USPTO Advisory Committee will review the request 

and provide a recommendation to the Director
‒ Decisions are usually provided within 4-6 weeks

1.  Arthrex Update 
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• What has happened to date?
‒ Beginning in 2021, 188 Final Written Decisions entered 

the review process
‒ 23 remain pending
‒ 11 have been dismissed
‒ 1 withdrawal
‒ 4 have been granted (all by Acting Director Hirshfeld)
‒ 159 requests have been denied

1.  Arthrex Update 
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• Apple Inc. v. Personalized Media Comms., IPR2016-00754, 
IPR2016-01520, Paper No. 50 (Mar. 2, 2022)

‒ CAFC reversed an IPR FWD due to an erroneous claim 
construction of the terms “encrypted” and “decrypted”

‒ Because these pending IPRs were related and followed 
the same construction held to be erroneous, the FWDs 
were vacated and remanded to the Board

1.  Arthrex Update 

10



© Panitch Schwarze Belisario & Nadel LLP PANITCHLAW.COM

• Ascend Performance Materials Opers. LLC, v. Samsung 
SDI Co., IPR2020-00349, Paper No. 57 (Nov. 1, 2021)

‒ Acting Director grants rehearing for Board to assess 
priority of specific claims to provisional, antedating the 
primary reference

‒ Denied as to three other grounds
‒ On remand, as the Board was poised to enter a new 

FWD, the parties announced and then requested 
termination due to settlement

1.  Arthrex Update 

11



© Panitch Schwarze Belisario & Nadel LLP PANITCHLAW.COM

• Proppant Express Investments, LLC v. Oren Techs., LLC, 
IPR2018-00733, Paper No. 95 (Nov. 18, 2021)

‒ Acting Director grants rehearing 
‒ Board failed to consider Patent Owner’s objective 

evidence of nonobviousness

1.  Arthrex Update 
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2. Discretionary Denials
• Fintiv Factors (IPR2020-00019, Paper 11)

– Is district court case stayed or will a stay be granted if trial 
instituted?

– If yes  strongly weighs against discretionary denial

– Proximity of district court trial date to PTAB’s statutory deadline

– If same time or after  consider other factors

– Investment in district court proceeding

– Claim construction

– Substantive orders

– Discovery (e.g., contention exchanges)
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2. Discretionary Denials
• Fintiv Factors (IPR2020-00019, Paper 11)

– Overlap of issues between petition and district court case

– Same or substantially same claims, grounds, arguments?

– Are petitioner and defendant same party?

– Even if not, look at other parallel proceedings for duplicative 
issues

– Other circumstances

– Includes the merits  a strong case weighs against 
discretionary denial
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2. Discretionary Denials
• Sotera Wireless, Inc. v. Masimo Corp.,

IPR2020-01019 (Dec. 1, 2020) (precedential)
– Petitioner filed stipulation in district court: if IPR instituted, will not 

pursue any ground raised or reasonably could have raised

– PTAB:

– “mitigates any concerns of duplicative efforts”

– “ensures that an inter partes review is a ‘true alternative’”

– “weighs strongly in favor of not exercising discretion to deny 
institution”
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2. Discretionary Denials
• Snap, Inc. v. SRK Tech. LLC,

IPR2020-00820 (Oct. 21, 2020) (precedential)
– District court action stayed pending institution denial or final written 

decision

– PTAB:

– “allays concerns about inefficiency and duplication of efforts”

– “weighs strongly against exercising discretion to deny 
institution”
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2. Discretionary Denials
• Strategic Considerations

– Petitioners

– File early

– 1 year deadline

– District court case milestones

– Seek an immediate stay (or Court indication one would be 
granted)

– Condition estoppel on institution
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2. Discretionary Denials
• Strategic Considerations

– Patent Owners

– Seek aggressive schedule at district court

– Get invalidity contentions early

– Include strong merit-based arguments in Preliminary 
Response

18



© Panitch Schwarze Belisario & Nadel LLP PANITCHLAW.COM

2. Discretionary Denials
• Trial Date Accuracy?

Source: https://www.1600ptab.com/2021/10/how-reliable-are-
trial-dates-relied-on-by-the-ptab-in-the-fintiv-analysis/
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2. Discretionary Denials
• Restoring the America Invents Act

35 U.S.C. 314 INSTITUTION OF INTER PARTES REVIEW.

(a) THRESHOLD.—The Director may not authorize an inter partes review 
to be instituted unless Subject only to the discretion of the Director under 
section 325(d)(4), a petition that meets the requirements of this chapter 
shall be instituted if the Director determines that the information presented 
in the petition filed under section 311 and any response filed under 
section 313 shows that there is a reasonable likelihood that the petitioner 
would prevail with respect to at least 1 of the claims challenged in the 
petition.
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2. Discretionary Denials
35 U.S.C. 325(d) RELATION TO OTHER PROCEEDINGS OR ACTIONS: 

(d) MULTIPLE PROCEEDINGS.— …  In determining whether to institute ...  the 
Director may take into account whether, and reject the petition or request because, the 
same or substantially the same prior art or arguments previously were presented to the 
Office.  (emphasis added)

• By statute, Board has discretion to deny institution, which is not appealable.

•Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 273 (2016): 
“And the agency's decision to deny a petition is a matter committed to the Patent 
Office's discretion.  …  

Congress has told the Patent Office to determine whether inter partes review should 
proceed, and it has made the agency's decision ‘final’ and ‘nonappealable.’ § 314(d). 
Our conclusion that courts may not revisit this initial determination gives effect to this 
statutory command.”  

Id. at 273-74 (emphasis added).
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2. Discretionary Denials
• Becton, Dickinson Factors: 
Becton, Dickinson & Co. v. B. Braun Melsungen AG, IPR2017-01586, Paper 8, 
at 17-18 (P.T.A.B. Dec. 15, 2017) (precedential as to § III.C.5, first paragraph)
a) the similarities and material differences between the asserted art and the prior art

involved during examination;
b) the cumulative nature of the asserted art and the prior art evaluated during examination;
c) the extent to which the asserted art was evaluated during examination, including

whether the prior art was the basis for rejection;
d) the extent of the overlap between the arguments made during examination and the

manner in which petitioner relies on the prior art;
e) whether petitioner has pointed out sufficiently how the examiner erred in its evaluation

of the asserted prior art; and
f) the extent to which additional evidence and facts presented in the petition warrant

reconsideration of the prior art or arguments
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2. Discretionary Denials
• Advanced Bionics Factors: 
Advanced Bionics, LLC v. MED-EL Elektromedizinische Geräte GmbH, 
IPR2019-01469, Paper 6 (Feb. 13, 2020) (precedential) 

• Organized the Becton, Dickinson factors into a 2-part test: 

1. “whether the same or substantially the same art previously was presented to
the Office or whether the same or substantially the same arguments previously
were presented to the Office”

2. if yes to (1), then: “whether the petitioner has demonstrated that the Office
erred in a manner material to the patentability of the challenged claims.”
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2. Discretionary Denials
• Reorganization of Becton, Dickinson Factors: 

Advanced Bionics Factors Becton, Dickinson Factors
1.  Substantially the same 
art/argument previously presented

(a) similarities/differences between 
Petition art and examination art; 
(b) cumulative nature of art; 
(d) overlap in arguments.  

2.  Petitioner has demonstrated 
that Office erred in a manner 
material to patentability 

(c) extent art was evaluated during 
examination, including art was 
whether basis for rejection(s); 
(e) whether Petitioner has pointed out 
of the examiner erred; 
(f) additional evidence and facts. 
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2. Discretionary Denials
Oticon Medical AB v. Cochlear Limited, IPR2019-00975, Paper 15 (Oct. 16, 
2019) (designated: March 24, 2020) (precedential as to § II.B and II.C) 

• Example of Board’s analysis in declining to exercise 325(d) discretion: 
• “There is new, noncumulative prior art asserted in the Petition, e.g., Choi. For at

least this reason, we determine not to exercise our discretion under § 325(d) to
deny the Petition on this basis.” Id. at 20.

‒ “Choi is not cumulative over Härle because Choi’s circumferential groove and
Härle’s circumferential groove are different structures that serve different purposes.”
Id. at 15.

‒ “Accordingly, even if Westerkull ’794, Westerkull ’222, and Håkansson had been
considered by the Examiner, the teaching of Choi regarding circumferential grooves
was not considered by the Examiner.” Id. at 19.
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• History of Patent Owner Preliminary Responses
– Initially, no testimonial evidence (i.e., declarations not permitted)

– 2016: Rules amended to allow testimonial evidence

– BUT genuine issues of fact viewed in light most favorable to petitioner

• 2021 Change (effective date January 8, 2021)
– “This final rule amends the rules of practice to eliminate the presumption in 

favor of the petitioner for a genuine issue of material fact created by testimonial 
evidence submitted with a patent owner’s preliminary response.”

– “any testimonial evidence submitted with a patent owner’s preliminary 
response will be taken into account as part of the totality of the evidence.”

– See 85(237) Fed. Reg. 79120, 79122 (Dec. 9, 2020) (emphasis added)

3. Elimination of Presumption Favoring Petitioner as
to Testimonial Evidence
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3. Elimination of Presumption Favoring Petitioner as 
to Testimonial Evidence

Source:  July 2018 USPTO Trial Statistics
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3. Elimination of Presumption Favoring Petitioner as 
to Testimonial Evidence

• Benefit of Rule Change
– Better support for arguments to prevent institution

• Possible Consequences to Patent Owner
– Potentially tipping your hand early to the Petitioner

– Extra time to consider arguments for Reply

– Extra time to prepare deponents

– Benefit of PTAB initial thoughts on arguments
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3. Elimination of Presumption Favoring Petitioner as 
to Testimonial Evidence

• Strategic Considerations
– Are there any risky grounds/claims?

– How similar are arguments to parallel proceedings?

– Use declaration only to highlight Petitioner failures

– E.g., correct Petitioner expert misstatements
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4.  Real Party-In-Interest Updates
• Why do we care?

– Potential conflicts with the PTAB

– Assure proper application of estoppel

– Prevent harassment of patent owner through successive 
petitions

– Ensure all issues are promptly raised and vetted

•Who is responsible?
– Initial listing of real parties-in-interest presumed accurate

– Patent owner may submit evidence that brings accuracy 
reasonably into question

– Overall burden on petitioner to establish compliance 

30



© Panitch Schwarze Belisario & Nadel LLP PANITCHLAW.COM

4.  Real Party-In-Interest Updates
• Applications in Internet Time, LLC v. RPX Corp.

897 F.3d 1336 (Fed. Cir. 2018)
– Congress intended for the broad common law definition of “real 

party-in-interest” to apply

– Not enough to focus purely on the IPR proceeding itself

– Control/funding

– Flexible approach accounting for equitable and practical 
considerations

– Is non-party a clear beneficiary?

– Preexisting, established relationship with petitioner?
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4.  Real Party-In-Interest Updates
• RPX Corp. v. Applications in Internet Time, LLC 

IPR2015-01750, -1751, -1752 (Oct. 2, 2020) 
(precedential)

– Potentially relevant facts to examine:

– Petitioner’s business model

– Petitioner’s interest in the IPR vs. non-party’s interest

– Whether non-party desired review of the patent

– Overlapping board members of petitioner and non-party

– Board found RPI violation and time-barred petition
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4.  Real Party-In-Interest Updates
• Trial Practice Guide (November 2019)

– “a party that funds and directs and controls an IPR or PGR 
petition or proceeding constitutes a ‘real party-in-interest’”

– Membership
– Mere membership in a trade association is not enough
– Mere participation in joint defense group is not enough
– Not irrelevant – need deeper consideration of facts

– Example Factors
– Non-party’s relationship with petitioner
– Non-party’s nature/degree of involvement in filing
– Nature of petitioner
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4.  Real Party-In-Interest Updates
• SharkNinja Operating LLC v. iRobot Corp. 

IPR2020-00734 (Oct. 6, 2020) (precedential)
– PTAB does not need to address unnamed RPI unless there is 

a time bar or estoppel issue

•Adello Biologics LLC v. Amgen Inc.
PGR2019-00001 (Feb. 14, 2019) (precedential)

– Allowed pre-institution amendment to include previously 
unnamed RPI and keep original filing date

– Cannot be intentional concealment/bad faith

– RPI not designed to give patent owner a “windfall”
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4.  Real Party-In-Interest Updates
• Strategic Considerations

– Evaluate relationships with all prior litigants involved with 
patent-at-issue

– Know the bar dates

– Look for overlapping board members

– Look for prior PTAB filings

– Patent owner – look for potential estoppel issues

– Check for parent/subsidiary relationships

– Third party petitioner organizations

– Take advantage of discovery
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• Key Aspects (37 C.F.R. §§ 42.122, 42.222)
‒ File motion no later than 1 month after institution date
‒ Request for authorization to file motion not required
‒ Board considers impact on schedule/efficiency

‒ Can the Board avoid major changes to the scheduling order?
‒ Motion for joinder should:

‒ Explain why joinder is appropriate
‒ Explain what impact, if any, joinder will have on the schedule 

and costs of the existing proceeding
‒ Address how briefing and/or discovery can be simplified

‒ Consolidated filings; limit separate filings to joined party’s 
points of disagreement with consolidated filing

‒ Consolidated depositions − no increased of allotted time 
unless requested and authorized

5.  Joinder 
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• Petition on Claim 4 of the ‘929 Patent
• Sought to join a pending IPR where other claims were 

instituted; motion denied; rehearing requested on proper 
interpretation of 35 U.S.C. § 315(c)

1. May a Petitioner be joined to a proceeding in which it is already a 
party?

2. Does 35 U.S.C. § 315(c) permit joinder of new issues into an 
existing proceeding?

3. Does the existence of a time bar under 35 U.S.C. § 315(b), or any 
other relevant facts, have any impact on the first two questions?

Proppant Express Investments, LLC v. Oren Techs., LLC, No. IPR2018-00914, Paper 
No. 38 (Mar. 13, 2019) (designated as precedential Mar. 13, 2019)

5.  Joinder 
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• Outcome
(1) May a Petitioner be joined to a proceeding in which it is already a party? 
Yes, in limited circumstances
(2) Does 35 U.S.C. § 315(c) permit joinder of new issues into an existing 
proceeding? Yes, in limited circumstances
(3) Does the existence of a time bar under 35 U.S.C. § 315(b), or any other 
relevant facts, have any impact on the first two questions?  Time bar is one of 
several factors that may be considered − fairness is key.

• “[D]enied because the request for joinder was filed as a 
result of Petitioner’s errors, there are no fairness or undue 
prejudice concerns implicated, and the Petition is 
otherwise time-barred under § 315(b).”  (p. 4)
Proppant Express Investments, LLC v. Oren Techs., LLC, No. IPR2018-00914, Paper 
No. 38 (Mar. 13, 2019) (designated as precedential Mar. 13, 2019)

5.  Joinder 
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• Outcome
(1) May a Petitioner be joined to a proceeding in which it is already a party? 
Yes, in limited circumstances
(2) Does 35 U.S.C. § 315(c) permit joinder of new issues into an existing 
proceeding? Yes, in limited circumstances
(3) Does the existence of a time bar under 35 U.S.C. § 315(b), or any other 
relevant facts, have any impact on the first two questions?  Time bar is one of 
several factors that may be considered − fairness is key.

• “[D]enied because the request for joinder was filed as a 
result of Petitioner’s errors, there are no fairness or undue 
prejudice concerns implicated, and the Petition is 
otherwise time-barred under § 315(b).”  (p. 4)
Proppant Express Investments, LLC v. Oren Techs., LLC, No. IPR2018-00914, Paper 
No. 38 (Mar. 13, 2019) (designated as precedential Mar. 13, 2019)

5.  Joinder 
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• Facebook, Inc. v. Windy City Innovations, LLC, 973 F.3d 1321 (Fed. Cir. 2020)
• Appeal from several IPRs; original opinion issued on March 18, 2020; modified 

opinion issued on September 4, 2020, to address the intervening Thryv decision 
(which issued on April 20, 2020)

• Does the CAFC have jurisdiction to review the PTAB’s decision interpreting 35 
U.S.C. § 315(c) to allow Facebook to join its own earlier instituted IPR proceeding 
in order to challenge additional claims of the same patent?

‒ 35 U.S.C. § 315(b) expressly states that the one-year time bar does not apply when an IPR petitioner 
requests to join an earlier-instituted proceeding under 35 U.S.C. § 315(c)

‒ PTAB ruled that 35 U.S.C. § 315(c) permitted Facebook to join as a party its own earlier-instituted 
IPR, even though the one-year time bar had passed

‒ YES – CAFC does have jurisdiction to review PTAB joinder decisions under 35 U.S.C. § 315(c)
‒ Joinder decisions are a separate procedural process with separate requirements and a different 

purpose than institution
‒ 35 U.S.C. § 315(c) does not authorize same-party joinder 
‒ 35 U.S.C. § 315(c) does not authorize new issues material to patentability, such as new claims 

or new grounds
‒ Additional views by Prost, Plager, and O’Malley:  (1) No deference due to Proppant even if the statute is ambiguous; 

(2) The AIA did not authorize the Board or the Director “to undertake statutory interpretation through POP opinions.”  
This is a “pure question of law that is not within the specific expertise of the agency.”

5.  Joinder 
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35 U.S.C. 315(e) ESTOPPEL.—

(1) Proceedings before the office.— The petitioner in an inter partes review … that 
results in a final written decision … or the real party in interest or privy of the 
petitioner, may not request or maintain a proceeding before the Office with 
respect to that claim on any ground that the petitioner raised or reasonably could 
have raised during that inter partes review.
(2) Civil actions and other proceedings.— The petitioner in an inter partes review … 
that results in a final written decision … or the real party in interest or privy of the 
petitioner, may not assert either in a civil action … or in a proceeding before 
the International Trade Commission … that the claim is invalid on any ground 
that the petitioner raised or reasonably could have raised during that inter partes
review.

6. Petitioner Estoppel   
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• Art in IPRs/PGRs limited to patents and printed publications. 

• But estoppel might apply against physical evidence as well. 
– Compare Star Envirotech, Inc. v. Redline Detection, LLC, 2015 U.S. Dist. 

LEXIS 107149 (C.D. Cal. Jan. 29, 2015) (no estoppel for physical machine 
based on its instruction manual, because machine included other features 
and was “superior and separate reference”) 

– With Wasica Finance GmbH v. Schrader Int’l, 2020 U.S. Dist. LEXIS 9699 
(D. Del. Jan. 14, 2020) (estoppel for physical product that was “materially 
identical” to prior art patent) 

– and Vaporstream, Inc. v. Snap, Inc., 2020 U.S. Dist. LEXIS 5642 (C.D. Cal. 
Jan. 13, 2020) (estoppel for “system” prior art where underlying 
patents/publications had been used in IPRs)

6. Petitioner Estoppel   
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• By statute, estoppel attaches at the time of the FWD

• Applies against petitioners, perhaps against successful 
petitioners

– Unresolved argument that petitioners may be estopped from raising, in co-
pending litigation, its grounds that were successful in IPRs, while the IPRs are 
being appeal (i.e., FWD has issued but the claims have not been finally 
cancelled)

– Federal Circuit sidestepped the issue in BTG International Ltd. v. Amneal
Pharmaceuticals LLC, 923 F.3d 1063 (Fed. Cir. 2019) where patent owner 
argued that successful IPR grounds could not be used in co-pending litigation 
to invalidate the same claims, because IPR’s FWD gave rise to estoppel, but 
claims had not been finally cancelled because IPR decisions were being 
appealed.  CAFC affirmed the PTAB’s invalidation, found other issues moot. 

– Note that district courts have gone both ways. 

6. Petitioner Estoppel   
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• Cal. Inst. of Tech. v. Broadcom Ltd., Nos. 20-2222, 21-1527 
(Fed. Cir. Feb. 4, 2022)

‒ Latest CAFC decision on the scope of estoppel
‒ Broadcom and Apple brought IPRs challenging the 

validity of the asserted claims, but on grounds different 
from those later offer for an invalidity challenge at the 
district court

‒ The CAFC examined Shaw v. Automated Creel and its 
jurisprudence regarding § 315(e)(2) – whether estoppel 
should apply because the references were “raised or 
could have [been] raised during” the IPR

6. Petitioner Estoppel   
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• Cal. Inst. of Tech. v. Broadcom Ltd. (cont’d)
‒ Shaw and its progeny suffered from the pre-SAS 

problem of partial institution, i.e., institution on less 
than all grounds

‒ Post-SAS, all bases in the petition are considered 
and, therefore, all bases that were or could have 
been brought should be part of the IPR/PGR

‒ Based on the intervening Supreme Court SAS 
decision, Shaw is overruled and “estoppel applies 
… to all grounds not stated in the petition but 
which reasonably could have been asserted 
against the claims included.”  (see errata)

6. Petitioner Estoppel   
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• Effective Date: January 20, 2021
– See 85(245) Fed. Reg. 82923, 82924 (Dec. 21, 2020)

1. Expressly assigns to the Petitioner the burden of showing 
unpatentability of substitute claims proposed in a motion to amend

2. Expressly assigns to the Patent Owner the burden of showing that 
a motion to amend complies with the requirements

3. Expressly provides that the Board may, in the interests of justice, 
exercise its discretion to grant or deny a motion to amend only for 
reasons supported by readily identifiable and persuasive evidence 
of record

7. Motions to Amend
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Hunting Titan, Inc. v. Dynaenergetics Europe GmBH, No. IPR2018-00600, Paper 
No. 67 (designated as precedential July 6, 2020)

(1) Under what circumstances and at what time during an IPR may the Board 
raise a ground of unpatentability that a petitioner did not advance or insufficiently 
developed against substitute claims proposed in a motion to amend?

The Board may, “in certain rare circumstances”
New amended claims not present in an issued patent
Reliance on the adversarial system

(2) If the Board raises such a ground, must the Board provide the parties notice 
and an opportunity to respond?

“notice to the parties is indeed required”
“due process requires that a patent owner receive notice of how the prior art 
allegedly discloses the newly-added limitations of each proposed substitute 
claim, as well as a theory of unpatentability asserted against those claims.  
And the patent owner must have the opportunity to respond to those factual 
allegations and legal theories.”

Supplemental briefing
Parties be prepared to discuss the issues

7. Motions to Amend
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Hunting Titan, Inc. v. Dynaenergetics Europe GmBH, Nos. 2020-2163, -2191 
(Fed. Cir. Mar. 24, 2022)
• Hunting argued the Board “has a duty to determine the patentability of the proposed 

substitute claims based on the entirety of the record” and “had an obligation to sua sponte 
identify patentability issues for a proposed substitute claim based on the prior art of record . . 
. .  We disagree.”

• “Neither Aqua Products nor Nike established that the Board maintains an affirmative duty, 
without limitation or exception, to sua sponte raise patentability challenges to a proposed 
substitute claim.”

• “there may be situations where certain evidence of unpatentability has not been raised by the 
petitioner, but is readily identifiable and persuasive such that the Board should take it up in 
the interest of supporting the integrity of the patent system” (the “readily identifiable evidence 
exception”)

• one example is where the record readily and persuasively shows unpatentability for the same 
reasons that corresponding original claims are unpatentable

• Hunting did not challenge the Panel’s decision that the evidence was not readily identifiable and 
persuasive as an abuse of discretion, and thus forfeited that argument

• “We do not decide whether the Board has an independent obligation to determine 
patentability of proposed substitute claims.”

7. Motions to Amend
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• Applies to all AIA trials instituted on or after March 15, 2019
• Gives the Patent Owner two new options:

(1) Can receive PRELIMINARY GUIDANCE from the Board
• Short paper or call; preliminary and non-binding; focuses on 

added limitations
(2) Can file a REVISED MTA after receiving the Petitioner’s 
opposition to the original MTA and/or after receiving the Board’s 
preliminary guidance (if requested)

• Can include new arguments and/or evidence, but must be 
responsive to issues raised in the preliminary guidance and/or 
Petitioner’s opposition

7. Motions to Amend − Pilot Program
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• Vudu, Inc. v. IdeaHub, Inc., IPR2020-01689, Paper 49 
(P.T.A.B. April 14, 2022)

• PO did not file a response, but instead filed a Contingent 
Motion to Amend; after Preliminary Guidance, PO filed a 
Revised Contingent Motion to Amend

• PO bears the burden to show, by a preponderance of the 
evidence:

1. Amendment responds to a ground of unpatentability involved in the 
trial;

2. Does not seek to enlarge the scope or introduce new matter;
3. Reasonable number of substitute claims; and
4. Proposed claims supported in the original disclosure

• Petitioner bears the burden to show, by a preponderance of 
the evidence, that the proposed claims are unpatentable

7. Motions to Amend − Pilot Program
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• Analog Devices, Inc. v. Xilinx, Inc., IPR2020-01606, Paper 63 
(P.T.A.B. April 20, 2022)

• Must show written description support in the originally-filed 
disclosure of the patent for each proposed substitute claim (37 
C.F.R. § 42.121(b); Lectrosonics, Inc. v. Zaxcom, Inc., 
IPR2018-01129, Paper 15 at 7 (P.T.A.B. Feb. 25, 2019)  
(precedential))

• “In addition, the motion must set forth written description support for 
each proposed substitute claim as a whole, and not just the features 
added by the amendment.  This applies equally to independent claims 
and dependent claims, even if the only amendment to a dependent claim 
is the identification of the claim from which it depends.”  (citing 
Lectrosonics, Paper 15 at 8)

7. Motions to Amend − Pilot Program
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7. Motions to Amend − Pilot Program
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7. Motions to Amend − Pilot Program
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• Analog Devices, Inc. v. Xilinx, Inc., IPR2020-01606
7. Motions to Amend − Pilot Program

Original Updated
Petitioner opposition to revised motion to amend N/A 01-03-22
Request for oral argument 12-10-21 01-10-22
Patent Owner’s Reply on revised motion to amend 11-19-21 01-24-22
Motions to exclude evidence 12-31-21 01-31-22
Oppositions to motions to exclude evidence; 
requests for prehearing conference

01-07-22 02-07-22

Replies to motions to exclude evidence 01-14-22 02-14-22
Oral argument 01-21-22 02-24-22

MTA 07-23-21; Preliminary Guidance 11-05-21; Revised MTA 11-29-21
Instituted on 04-23-21; Final Written Decision on 04-20-22
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7. Motions to Amend − Pilot Program
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• What is Applicant Admitted Prior Art (“AAPA”)?
‒ Patent specifications often contain 

statements about prior art
‒ In the IPR context, the question arises 

whether such statements acted as 
admissions that could form a basis for 
unpatentability

8. PTO Guidance on Admitted Art
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• PTO August 19, 2020 Guidance
‒ Recognized that different panels had 

reached different results on the use of 
AAPA as the basis for an unpatentability 
determination

‒ Other panels had used AAPA as evidence 
of the state of the art, but not as a basis for 
unpatentability, i.e., not as a “prior art 
patent or printed publication”

8. PTO Guidance on Admitted Art
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• PTO August 19, 2020 Guidance (cont’d)
‒ “Statements in the specification of the 

patent being challenged are not prior art 
patents or printed publications, and thus 
cannot form the basis of an IPR.”

‒ Such AAP can be used to supply missing 
claim limitations generally known, support 
a motivation to combine, or demonstrate 
then-existing state of the art. 

8. PTO Guidance on Admitted Art
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• Qualcomm v. Apple, 24 F.4th 1367 (Fed. Cir. 2022)
‒ Qualcomm appealed PTAB unpatentability 

determination based on AAPA (a circuit 
diagram and related text) and a prior art 
reference

‒ Qualcomm argued that AAPA could not be the 
basis for an IPR

‒ CAFC reversed

8. PTO Guidance on Admitted Art
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• Qualcomm v. Apple, 24 F.4th 1367 (Fed. Cir. 2022) 
(cont’d)
‒ Holds that AAPA is not a patent or printed 

publication that can form the basis of an IPR 
challenge

‒ Likewise holds that AAPA may act as 
admissions on the state of the art at the time of 
the application and for other purposes

8. PTO Guidance on Admitted Art
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• MED-EL Elecktromedizinische Gerate Ges m.b.H. v. 
Advanced Bionics AG, IPR2020-01016, IPR2021-00044, 
Paper 42 at 46 (PTAB Mar. 31, 2022)

‒ In deference to CAFC’s Qualcomm decision, holds that 
AAPA cannot form the basis of an IPR challenge

‒ Held that it did not have the legal authority to use AAPA 
as the basis for an unpatentability determination, even in 
the face of SAS v. Iancu requiring a FWD on all bases in 
a petition

8. PTO Guidance on Admitted Art
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• Conflict between the Packard standard (a “claim is indefinite 
when it contains words or phrases whose meaning is 
unclear.”  In re Packard, 751 F.3d 1307, 1310, 1314 (Fed. 
Cir. 2014)) and the Supreme Court’s Nautilus standard 
(indefinite if the claim, read in light of the specification and 
the prosecution history, fails to inform, with reasonable 
certainty, those skilled in the art about the scope of the 
invention.  Nautilus, Inc. v. Biosig Instruments, Inc., 572 
U.S. 898, 901 (2014))

‒ Memorandum issued on January 6, 2021
‒ “The office now clarifies that the Board shall follow Nautilus in AIA 

post-grant proceedings.”

9. Indefiniteness in PTAB Proceedings
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• In IPRs, 35 U.S.C. § 112(b)/indefiniteness is not a 
formally-recognized basis:

‒ 35 U.S.C. § 311(b) (“only on a ground that could be raised under 
section 102 or 103”)

‒ Cuozzo Speed Tech v. Lee, 136 S. Ct. 2131 (2016) (“canceling a 
patent claim for indefiniteness under § 112 in inter partes review is 
outside [the PTAB’s] statutory limits”)

‒ Samsung Elec. Am. v. Prisua Eng’g, 948 F.3d 1342 (Fed. Cir. 2020) 
(“we hold that the Board may not cancel claims for indefiniteness in an 
IPR proceeding”)

but . . . 

9. Indefiniteness in PTAB Proceedings
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• Samsung Elecs. America, Inc. v. Prisua Eng’g Corp., Nos. 
2019-1169, -1260 (Fed. Cir. Feb. 4, 2020)

‒ IPR − Claim 11 unpatentable; Board declined to analyze whether Claims 1-
4 and 8 were unpatentable because it concluded those claims were 
indefinite

‒ “We reject Samsung’s contention that the IPR statute authorizes the Board 
to cancel challenged claims for indefiniteness.”

‒ “In the remand proceedings, the Board should determine whether claim 1 
and its dependent claims are unpatentable as anticipated or obvious based 
on the instituted grounds.”

9. Indefiniteness in PTAB Proceedings
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• Intel Corp. v. Qualcomm Inc., Nos. 2020-1828, 1867 (Fed. 
Cir. Dec. 28, 2021)

‒ Board is obligated to issue a final written decision with respect to the 
patentability of every claim challenged by the petitioner.  “But that obligation 
does not mean that the Board must reach a determination of the patentability 
of a claim . . . if such a determination is rendered impossible because of the 
indefiniteness of an essential claim limitation.  . . .  In such a case, the 
statutory estoppel provision of 35 U.S.C. § 315(e) does not apply, because 
the problem of indefiniteness is one of the patentee’s own making, not 
attributable to the challenger.  . . .  To avoid confusion going forward, the 
Board should, in IPRs where the principle applies, clearly state that the final 
written decision does not include a determination of patentability of any claim 
that falls within the impossibility category.”

‒ Remanded because the Board did not itself conclude certain claims were in 
the impossible category or whether it could decide patentability even if 
indefinite

9. Indefiniteness in PTAB Proceedings
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AIA, § 6(f)(2)(A): only first-inventor-to-file (FITF) patents are eligibile for PGR 

AIA, § 3(n)(1): FITF “shall apply to any application for patent, and to any patent 
issuing thereon, that contains or contained at any time-- (A) a claim to a claimed 
invention that has an effective filing date … that is on or after” March 16, 2013. 

• Hollmer v. Harari, 681 F.3d 1351, 1355 (Fed. Cir. 2012) (“if any application in the priority 
chain fails to make the requisite disclosure of subject matter, the later filed application is not 
entitled to the benefit of the filing date of applications preceding the break in the priority 
chain”).

• Tricam Indus., Inc. v. Little Giant Ladder Sys., PGR2021-00044, Paper 10 (Aug. 3, 2021)
‒ “The determination is more complex, however, for a patent that issues from a ‘transition 

application,’ that is, an application filed on or after March 16, 2013, that claims the 
benefit of an earlier filing date.”  Id. at 14-15. 

‒ “Thus, for a patent issuing from a transition application, eligibility for post-grant review 
depends on whether the Petition shows that the patent contains or contained at any 
time a claim that lacks written description and enabling support in a priority 
application filed before March 16, 2013.”  Id. at 15. 

10. Breaking the Priority Chain
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• Inguran, LLC v. Premium Genetics (UK) Ltd., PGR 2015-00017, Paper 8 (Dec. 22, 2015) 
(holding that a transitional patent (i.e., appl. filed post-AIA claiming pre-AIA priority) is 
available for post-grant review “if the patent contains, or the corresponding application 
contained at any time, at least one claim that was not disclosed in compliance with the 
written description and enablement requirements of § 112(a) in the earlier application for which 
the benefit of an earlier filing date prior to March 16, 2013 was sought”). 

• US Endodontics, LLC v. Gold Standard Instruments, LLC, PGR2015-00019 (Jan. 29, 
2016) (PGR instituted for transitional patent claiming priority to 2005 through only 
continuations (no CIPs) because of lack of enablement/written description). 

• Novartis Pharms. Corp. v. Plexxikon Inc., PGR2018-00069, Paper 16 (Jan. 16, 2019) 
(Denied institution of PGR on patent filed in 2016 with priority appls. dating back to 2007. 
Board found sufficient 112 support in earliest-filed application.)

10. Breaking the Priority Chain
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• Front Row Technologies, LLC v. MLB Advanced Media, L.P., PGR2015-00023 (February 
22, 2016) (denied PGR where the patent issued from an application filed pre-AIA, 
notwithstanding the allegation that a claim added during prosecution after 2013 was allegedly 
unsupported, because the application was not post-AIA).

• Mylan Pharmaceuticals Inc. v. Yeda Research & Development Co. Ltd., PGR2016-00010 
(Jan. 29, 2016) (noted that Examiner had already addressed issue and examined claimed 
under pre-AIA; this was relevant to PGR eligibility determination). 

• RetailMeNot v Honey Science, PGR2019-00060, Paper 17 (March 10, 2020) (disclaimer of 
two AIA claims at issue did not defeat the patent’s PGR eligibility because the statute says 
“contains or contained at any time” a post-AIA claim). 

• Similar strategy used in IPRs to raise 112 issues even though IPRs are limited to 102/103.  
Argue that transitional patent not entitled to earliest priority date because of 
enablement/written description issues, and use that to introduce intervening art.  

• Even if not successful, the Board’s reasoning on 112 can be used to support invalidity 
arguments in any related district court actions. 

10. Breaking the Priority Chain

68



© Panitch Schwarze Belisario & Nadel LLP PANITCHLAW.COM

• September 29, 2021 − Restoring America Invents 
Act introduced by Senator Leahy and Senator Cornyn

• January of 2022 − Senator Tillis wrote to the 
Administrative Conference of the United States to 
request that the agency “conduct a study on whether 
Congress should create a unified, stand-alone, and 
independent Intellectual Property Office.”   Requested 
that the study be completed by February 1, 2023

• April 12, 2022 − Senator Leahy and Senator Tillis 
announced they will be circulating proposed 
compromise language

11. Legislative Update
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• Restoring America Invents Act
• Governmental entities may file an IPR or PGR
• 102/103 on “admissions in the patent specification, drawings, or claims”
• Statutory or obviousness-type double patenting
• “a petition that meets the requirements of this chapter shall be instituted”
• Patent Owner has the burden of proving patentability for substitute claims 

and the PTAB “shall examine the substitute claim; or . . . refer the substitute 
claim to the Director, who shall cause an examination of the substitute 
claim”

• If a stay of a civil action is sought, the court shall decide whether to stay; a 
party may take an immediate interlocutory appeal from the decision to the 
CAFC “to ensure consistent application of established precedent, and such 
review shall be de novo.”

11. Legislative Update
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• Expert declarations affirmative testimony so expert 
deposition is similar to cross-examination at trial 
(different that deposition based upon an expert report)

• Expert declarations − correspondence to Petition text?
• Motion to amend versus reissue or reexam
• Demonstratives − pros and cons
• Ensure at each step there is no waiver
• Keep in mind the APA

12. PTAB Strategy and Styles
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Thank you for attending!
For information on all sessions in this series please visit:

www.panitchlaw.com/panitch-training-academy-sessions-2022/
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